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IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF DELAWARE

ARTHROCARE CORPORATION,
Plaintiff,
v C.A. No. 01-504 SLR

SMITH & NEPHEW, INC,

Defendant.

DEFENDANT SMI’I'H & NEPHEW INC.’S SUPPLEMENTAL RESPONSES T0
PLAINTIFF ARTHROCARE CORPORATION’S INTERROGATORIES NOS.4AND 5

 Smith & Nephew, Inc. (“Smith & Nephew”) supplements its answers and objcctions to
ArthroCare Corporation’s (“Antharc") First Set of Intexmgatories [Nos. 1-7] as follows:

CENERAL OBJECTIONS

1. Smith& Nephew ob;ects to the definitions and instructions and to each

interrogatory to the extent they are inconsistent with and more burdensomie than the Federal _
“Rules of Civil Procedure, the Delaware Local Rules and the orders of this Court. For example,
Smith & Nephew objects to Instruction No. 11 as inconsistent with and more burdensome than
the applicable rules and ordcxs govcmmg claims of privilege and work product fox mtcrmgatory A
" tesponses. Smith & Nephew will coniply with the Federal Rules of Civil Procedure, the
Delaware Local Rules and the orders of this Court.
2 Smith & Nephew-objects to each imterrogatory to the extent it seeks disclosure of
information protected by the attorney-client pmnlege work product doctnne. or other applicable K

privilege or lmmumt_y. Any disclosure Smith & Nephew makes of such information is
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inadvertent and does not constitute a waiver of the applicable privilege or immunity as to such
information.

3. Smith & Nephew objects to each interrogatory to the extent it séeks disciosuw of
confidential information, unti! such ii_mo that a suitz;ble protective order is entered in this case. It

 is expected that the parties will be able to agree to the terms of such a p:ﬁmﬁw order without
assistance from the Court, wfn'ch will, inter alia, speclfy how confidential information is to be
designated.- Smith & Nephew is in the process of drafting a suitable protective order. which will
be provided shonly Smith & Nephew also objects to dlsclosmg information that Smith &
Nephew is obligated to third parties to maintain as conﬁdennal. Smith & Nephew will scek thc
permission of such third parties to disclose such mformatxon, once a suitable protective ordet s
entered. ‘

4. Smith & Nephew objects that the definition of “ArthroCare” is vague. Smith & _
Nephew will respond on the basis that the tem “ArthroCare” is understood to refer to the
plaumﬁ‘ in this achon. ArthroCare Corp., and its employees and agents.

5. Smith & Nephew objects that the definition of “Defendant,” “Smxth & Ncphcw ¢
“You,” and “Your” 1s vague and overbroad, and seeks irrelevant information not related to any
_claim or defense in this action. The onIy Smith & Nephew busincss unit that is mvolvcd in
making and selling the accused product is the Endoscopy Division of Smith & Nephew.
Accordingly, Smith & Nephew will respond on the basis that the terms “Defendam,” “Smith &
Nephew,” “You,” and “Your are understood to mean Smith & Népi)eW's Endoscopy Division. -

_ 6. Smith& Nephew objects that the definition of “Relates To,” “Relating. To," “In
Relanon To,” and “Related To” is overbroad, unduly burdensome, and seeks irrelevant
information not rclated to any claim or defense in this action. Smith & Nephew will mterpret

. these terms as meaning oonshtuhng, containing, referring to, dmn'bmg, analyzing, and
discussing™ and their cognates to “Relates To™ and “Related To.”
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7. Stnith & Nephew objects that the definition of “identify” is overbroad and unduly
burdensome. Rather than provide the information requested, where an interrogatory asks that
Smith & Nephew “identify” an individual, Smith & Nephew may instead provide sufficient
information from whicﬁ ArthroCare can contact the individual; where an intenogaiory asks that
Smith & Nephew “identify” a document, Smith & Nephew ray instead produce the document
and/or provxde the production number range for the document.

~ 8. Smith & Nephew objects that the definition of “Accused Device” is overbroad
and unduly burdensome and seeks irrelevant information not related to any claim or defense in
' thxs action. The only prdducts falling within ArthroCare’s deﬁnitioh of “Accused Device” which
have been introduced 1o the marketplace arc the Dyonics Control RF Adaptor and the Dyonics
' .Senes 7000 RF RS Probe. Accordmgly, Sxmth & ‘Nephew will respond on the basm that the term
" “Accused Dewce is understood to mean only the Dyonics Control RF Adaptor and the Dyonics
Serics 7000 RF RS Probe. . _
9. I accordance with Local Rule 26.1(b), Smith & Nephew shali count each subpart
~ as aseparate interrogatory. Smith & Nephew notes that Anthare s First Set of Interrogatories
: has numerous subparts. eachof wkuch compnm a sepaxate mtenogatory under the Federal Rules
of Civil Procedure. Smith & Nephew objects to Anthare sérving more than 35 ‘
nterrogatories, thereby violating thc agreed upon Scheduling Omder._ In order to cxpedite
diSCovcfy, Smith & Ne;;hcw has not \mdertakcn the task of enumerating é.ch separate subpartA
, contamed w1thm ArthroCare’s mteuogaton& If Anthare propounds addmonal
'-mtcn-ogatones. however, Smith & Ncphew will undertake such a task to ensure  that ArthroCare
does not_ exceed the numerical limit imposed by the Scheduling Order.

10. stcovay and analysis are ongoing in this case. Smith & Ncphew mervm the '

ng,ht to supplement xts responses as such dlsoovcry and analysns make nmmy '
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- INTERROGATORY NO. 4 . '
State in detail all facts upon which Defendant bases its denial of infringement of any of
the Patents-In-Suit, including without limitation the [dentity of the individuals with knowledge
of any such facts and the Identity of all Documents and things Relating To any such facts.

RESPONSE TO INTERROGATORY NO. 4

In addition to the (‘}cneral.‘Objcctions,, Stmth & Nephew also objeété 10 this iménogétdry |
to the cx.tcrit it seeks information pmtccied by attorney-client privilege and/or woﬁ: product
lmmumty Smith & Nephew further objoots to this interrogatory as overly broad and premanue

: cont;ntiondiscovay: chscovery in the casc has just begun, there are more than 160 claims in the
| patents-in-suit, and only recently, i.e., on vaenlbé!; i, 2001, did ArthroCare disclose the idéntity
of certam ipdépendent claims it is asserting, and even then, ArthroCare’s claim designation was
indicated 1 be tentatve. ArthroCare stillbas ot disclosed theidemtity ofthe dependent claims.

it is assérting despite having been asked to do s sgvmi timabySniith&Nephe\y. '
Accordingly, Snxit_h & Nephew objects to ArthroCare’s artempls to take coﬁten_ﬁon .'dis'odver.y in
such 2 piécemeal fashion. ' | | | | |

Further answering, Smith & Néph_ew_notec that in its interrogatories served on October
10, 2001, and in particular in Interrogatory Nos. 1-3, Smith & Nephew acked ArthroCarc to
identify the asserted claims and to provide its contentions as to claim construction. ArthroCare

_has requested an extension until Doccmbu 10, 2001 to'n:spond'to these imerxiigafpdes.
'Accordingly, S'mith.& Nephei») reserves its right to an;planeﬂt its response to this hueirogéthy

once ArthroCare answers Smith & Nephew’s interrogatories, and as discovery proceeds.
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SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 4

In addition to the information pmv;dcd in response to this interrogatory and subject to
and without wajving the general and specific objections therein, and based on the information
currently available to it, Smith & Nephew supplements its response as follows:  Smith &
Nephew further objects to this interrogatory as being premature in light of the current status of
this case, as discovery has just begun, ArthroCare has produced almost no éonfiden’tial
documents to Sniith & Nephew, éxpén‘ discovery in this case has not begun, and initial expcrt
reports are not due mml Septembcr 13 2002.

Smlth & Nephew also objects to this interrogatory ou the grounds that ArthroCare | has

_ ’ improgerly refused to respond to _Sm_xth_& Nephew’s mterrogatory mumg that ArthroCam
' idenﬁfy how the asserted c!arms of the pm&in-mit should be construed on the groukgis thgt
| ény imcxrbgatory requesting such infoxmaﬁou Is purportedty superseded By the Court’s
schedulmg order i in this case. Anhrocare i8 wrong. The court’s decxsxon toseta date for
4 exchange of ﬁnal claun constmctzon contentions does not relieve Anhmcare of its rwponsibnhty
1o timely mpond to relevant dxscoyexy dxrected to Arthrocare's clz_zim construction contentions.
As clearly set forth in Smith & Nephow’s inital response, Smith & Nephew indicsted that it
would SUPPI,einEilf its mpome to this ht@tm once ArthroCare provided its wntgnﬁohs ns
o ‘.lio'cla_im construction as requwted in-Slhin & Nephew’s interrogatories. Howw&, ArthroCare
has feﬁxscd to-do so Sniith- & _Nephew funher objects to this interrogatory on the grounds ﬁiat
Ar’_throCare has failed *o Qxeeningﬁxlly respond to Smith & Nephew’s interrogatory seeking
‘AsthroCare’s infringement contentions: It is manifestly unfair, as well as nonscnsical singe

ArthroCarc bears the burden of proof on the issue, for ArthroCare to demand Smith & Nephew's
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non-infringement contentions without first providingimwningfu] responses to Smith &
Nephew's interrogatory secking ArthroCare’s inﬁingément contentions. Accordingly, Smith &
Nephew reserves itz right to Supplement its  response to this mterrogatory once ArthroCare
~ answers Smith & Nephew s mtmogatona and as dxscovery proceeds. -
'INTERROGATORY NO. 5
' State in detail all facts upon which Dcfmdant bases its allegation that any of the Patents.

: [n-Suit are invalid, including without limitation the Identity of the individuals with knowledge of
any such facts and the Identity of all Documents and thmgs Relating To any such facts.

RESZONSE TO INTERROGATORY NO S

In addition to the General Objccnons. Smith & Nephew also objects to this i mlm'ogatory
to the extent it seeks information protected by attomey-client privilege and/or work product '

. lmmumty Smith & Nephew funher objects to this mtetmgntory as overly broad and premature '
contenhon discovery: discovery in the casc has just begnn,' there are more than 160 claims i in the
patents-in-suit, and only recertly, i.c., on November 2, 2001, did ArthroCare disclose the identity
of certain independent clmms it is asserting, and even then, ArthroCare’s claim designatioﬁ was

- indicated 16 be tentative. ArthroCare still has not disclosed the identity of the dependent claims
it is asserting despite having been asked to do 50 several times by Smith & Nephew.
Accordingly, Smith & Nephéw objects:to ArthroCare’s attempts to take g:omcnﬁoq discovébr in
such a piecemeal fashion. - o

Further answering, Smith & Ncphew notes that in its interrogatories served on October
. 10, 2001, and in particular in Intenogatory Nos. 1-3, Smnh & Nepbew asked Artthare o
' _ :tdenufy the asserted clauus and to prondc its contentions es to claim construction. I addmon. :

" in Intetrogatory Nos. 4, 5,7, and 12, and in its First Request For PmducuonvAnd Th;ngs, Sxmth
& Nophew asked ArthroCare to piovide certzin information regarding the subject matter of this

 interrogatory. ArthroCare has requested an extension uatil Deceimbe 10, 2001 to respond to

‘ -the;se interrogatories and requests for production. Accordingly, Smith & Neﬁhew teserve's"its

6
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.right to supplement its response to this interrogatory once ArthroCare provides its responses to
Smith & Nephew’s interrogatories and requests fof production, and as discovery proceeds.

Subject to its objections and without walving any objection, Smith & Nephew responds

~ as follows:

As of thc present time, Smith & Nephew contends that the asserted claims are invalid for
at least the same reasons as, and to the same extent as, set forth in Judge Omck's Memorandum |
Decision and Order of December 1,1998 in the case of Arthrocare Corp. v. bthacon Inc., Civil
Action No. C-98-0609-WHO (N.D. Cal)

SUPPLEMENTAL RESPONSE TO INTERROGATORY NO. 5
In addition to ihe informaﬁén provided in response to this interrogatory and Subjec't to
. and without wamng thc general and specific objectmns lherein, and based on the mfoxmaxion
'cmrcntly avaxlable to 1t, Smith & Nephew supplements its response as follows: Smith &
‘Nephew ﬁmher objects to this interrogatory as being prematum in light of the current status of
-~ this case, as discovery has just begnn, ArthroCarc has produced almost no conﬁdennal _
‘docummnents to Sxmth & Ncphcw, expert dxscovery in this case haa not begun, and initial expert
reports are not due until Scptcmber 13, 2002. Smlth & Nq.)hcw further objects to this
‘ mtcrmgatory on the grounds that Antharc has refused 10 ldcrmty how the asserted claxms of
the palents-m—smt should be construed. ‘Smith & Nephew’s chscovery and mvesuganon are’ A
- ongoing. Smith & Nephw resetves the nghl to supplement and/or modify thxs response as .
additional material or m_fonnatxon become avaxlablc. '
.S“bjeﬂ to these lObjecﬁon& Smith & Nephew states that it may roly on one or mb;c of the-
following references (or others to be identified Iatcr) o support Suith & Nephows prior ar
. invalidity defenses under 35 U.S.C. §§ 102 and 103 for esch of the asserted claims set forth in

Jared Bobrow’s letter of November 2, 2001; Smith & Nephew is contmumg to evaluate the
. | 7. A :
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relevant prior art and, if necessary, will provide additional detai] on ts contentions at an

" appropriate later date.

USS. Patent No. 5.697,536: Claim 45

. ISSUE/ ) —
PUBLICATION | PATENT NUMBER/ INVENTOR/AUTHOR TITLE
DATE . PUBLICATION ‘ . ’
08/16/33 US 2,056,377 - F.C. Wappler Electronic Instrument
05/00/69 Bio-Medical - A K Dobbie The Electrical Aspects of
S | Engineering 206-216 - . i Surgical Diathermy
06/11/74 US 3,315, 604 Conor C. O’Malley, Apparatus For Intraocular
| Ralph M. Heintz, Sr. Surgery - :
08126775 uUs 3,901,242 Karl Storz Electric Surgical -
. . Instmmmt ) .
00/00/76 Acta Medicotechnica | E. Elsasser and E. Roos | Uber cin Instrament zur
: (Medizinal-Markr), ' leckstromfreien ~
Vol. 24, No. 4, 1976 transurethralen Resection
129-134 ‘ (Conceming An - '
e ' Instrument for :
Transurethral resection
C . _ without leakage of current)
02/24/76 US 3,939,339 - Lawrence E. Curtiss Resectoscope and
: - : Electrode Therefor
01/07777 2313 949/ Siegfried Hiltebrandt ¢t | Boucle de sectionnement 2
1N 76 17587 - Ludwig Bommet | une ou deux branches pour |
L . : : . ‘ | resertoscope
00/00/78 Gastroenterology, J.R.A. Piercey, M-D_ Electrosurgical Treatmem
Vol.74,No. 3, 527- | D.C. Auth, Ph.D, P.E, of Experimental Bleeding
534,1978 F.E. Silverstein, M.D,, [ Canine Gastric Ulcers:
H.R. Willard, Ph.D, Development and testing ‘
M.B. Dennis, D.V.M., | of a computer control and
| DM. Ellefson, B.S., a better clectrode.
D.M. Davis, M.S.EB, '
RL. Protell, M.D. and .
: . | C.E. Rubin, M.D.
09/26/78 US 4,116,198 | Eberhard Roos ‘Electro-Surgical Dcwce
11/00/79 Digestive Diseases M_.B. Dennis, J. Peoples, | Evolution 6f -
amd Sciences, Vol. 24, | R. Hulett, D.C. Auth, Electrofulguration i in
No. 11, 845-848 R.L. Protell, C.E. Rubin, | Control of Bleeding of
' and F.E. Silverstein. . | Experimental Gastric
. . _ : : Ulcers :
-01/01/80 US 4,181,131 "Hisao Ogiu High Frequeacy -
- Electrosurgical lnstrument

'8
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ISSUE/ :
PUBLICATION | PATENT NUMBER/ | INVENTOR/AUTHOR TITLE
DATE PUBLICATION ' '
for Cutting Human Body
: Cavity Structurcs
- 01/22/30 US 4,184,492 Hans H. Memnke, - Safety Circuitry for High
Gerhard Flachenecker, | Frequency Cutting and
Karl Fastenmesier, Coagulating Devices
Friedrich Landstorfer,
. . Heinz Lidenmeier - i :
11/11/80 US 4,232,678 Andrew Herczog Surgical Cutting - _
- , B ' Instrument
02/03/81 US 4,248,231 | Andrew Herczog and Surgical Cuttmg
: , - .| James A: Murphy Instrument
02/00/82 = | CRC Press, American | Kevin J. Barry, MS, ‘The effect of
Heart Joumal, Vol. Jonathan Kaplan, MD, radiofrequency-generated
117, 332-341 Raymond J. Connolly, | thermal energy on the
‘ ’ ‘ Ph.D, Panl Nardella, BS mechanical and !nstologlc .
| Benjamin L Lee, MD, | characteristics of the
| Gary J. Becker, MD, arterial wall in vivo:
Bruce F. Wallexr, MD, Implications for
. | and Allan D. Callow, radiofrequency angioplasty
' , MD, Ph.D ' .
- 04/27/82 US 4,326,529 James D. Doss and Comeal-Shaping Electrode
: Richard L. Hutson » - :
04/26/83 [ US 3,381,007 Tames D. Doss Multipolar Corneal-
L Shaping Electrode with
: - o . < Flexible Removable Skirt
00/00/85 - Urological Rescarch | J.W.A. Ramsay, N.A. A Comparison of Bipolar
' 13:99-102 - Shepherd, M. Butler, and Monopolar Diathermy
' ce P.T. Gosling, R.A. “| Probes in Experimental
Miller, D.M.A. Wallace, Animals
S H.N. Whitfield
06/00/385 JACC Vol.5,No.6, | Cornelis J. Slager, MSc, | Vaponzation of
' » 1382-6 ' Catharina E. Essed, MD Atherosclerotic Plaques’ by
.| Johan CH. Schuurbiers, | Spark Erosnon
BSc, Nicolaas Bom, -
PLD, Patrick W,
Serruys, MD, Geert T.
05/27/86 US 4,590934 | Jerry L. Malis, Leonard | Bipolar Cutter/Coagulator
E ' : 1. Malis, Robert R. . : ~
A : : Acorcey, David Solt ‘ '
~ 06/23/87 US4,674499 | David S.C. Pao Coaxial Bipolar Probe
____00/00/89 | The Organizing | Robert Tucker and A Bipolar Electrosurgical

9
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- ISSUE/
PUBLICATION | PATENT NUMBER/ | INVENTOR/AUTHOR TITLE
DATE PUBLICATION :
| Comnutice of the 7 | Stefan Loening Turp Loop
Woerld Congress on '
Endourology and
ESWL Foundation for
Advancement of
02/21/89 US 4,803,616 David S.C. Pao Bipolar Probes for
' ' Ophthalmic Surgery and
Methods of Performing
' 4 -| Amterfos Capsulotomy
- 03/00/89 Journal of Urology - | Robert D. Tucker, A Comparison of Urologic
Vol. 141, 662-665 | Eugene V. = Application of Bipolar
" | Kramolowsky, Eric { Versus Monopolar Five
Bedell and Chadw E. French Electrosurgical
, N | Platz Probes
04/00/89 1JACC Vol. 13 No. S, | Bemamin I. Lee, MD, Thermal Compression and
1167-75 FACC, Gary J. Becker, | Molding of Atherosclerotic-
' MD, Bruce F. Waller, Vascular Tissuc With Use
‘MD; FACC, Kevin J. of Radxoﬂ'equency Energy:
Barry, MS, Raymond J. | Implications for-
Connolly, Ph.D, Radiofrequency Batloon .
| Jonathan Kaplan, MD, | Angioplasty
Alan R. Shapiro, MS, ‘
, PaulC.Nardella, BS | . =
04725789 US 4,323,791 Frank D. D’Amelto, ~ | Electrosurgical Probe
s Dawn M. DeLemos, Apparatus
‘| Dominick G. Esposito, | -
Michelle D. Maxfield,
Claude E. Petruzzi,
' Robart H. Quint ~ -
00/00/%0 Urolognml Rmcamh R.D. Tucker, E.V. -1 In vivo effect of 5 French
18:291-294. ' | Kramolowsky, and CE. bipolar and monopolar
: plm : electrosurgical probes on
: A _ . S ' the porcine bladder
~ 02/00/30 " | Journal of Urology Eugene V. Use of SF Bipolar -
| Vol 143,275-277 Kramolowsky and Electrosurgical Probe in
' Robert D. Tucker Endoscopic Urologiical
o - .| Procedures
04/05/90 - WO 90/03152 -John Considine, John Electro-surgma! Apparatus
: Colin . | for Removing Tumours
| from Hollow Organs of the
'Body :

10
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“ISSUES
PUBLICATION | PATENT NUMBER/ | INVENTOR/AUTHOR TITLE
DATE PUBLICATION
05/01/90 US 4,920,978 David P. Colvin Method and Apparutus for
the Endoscopic Treatment
of Decp Tumors Using RF
. . ‘ Hyperthermia
06/05/90 US 4,931,047 Alan Broadwin, Charles | Mcthod and Apparatus For
1 Vassallo, Joseph N. - Providing Enhanced )
Logan, Robent W. Tissue Fragmentation
’ Homlein And/Or Hemostasis
1211790 | US 4,976,711 David J. Parins, Mark A. | Ablation Catheter With -
Rydell, Peter Stasz Selectively Deployable
: . . o Electrodes '
12725790 US4,979.948 Lesslie A. Geddes, _{ Method and Apparatus for
: Marvin H. Hinds, Joe D. | Thermally Destroying A
Bourland, Wilham D. Layer of An Organ
Voorhees - ,
03/21/91 -1 DE 3930451 Al Ellen Hoffmann, Vorrichtung fur die
Gerhard, Steinbeck, Hochfrequenzkoagulation -
- Rudi Mattmuller von biologischem Gewebe
04/16/91 | US 5,007,908 ‘Mark A. Rydell [Electrosurgical Instrument
: ' : | Having Needle Cutting
Electrode And S pot-Coag
. Electrode
- 04/23/91 US 5,009,656 Harry G. Reimels . Bipolar Electrosurgical -
, A . S Instrument
07730/91 US 5,035,696 Mark A. Rydell .'Electrosurgxcal Instmment
' for Conducting
Endoscopic Retrograde
v : , Sphincterotomy
.09/00/91 Joumal of Urology Eugene V. ' The Urological
Vol. 146,669 Kramolowsky and Application of
' J Robert D. Tucker | Electrosurgery
09/10/91 US 5,047,027 | Mark A Rydell Tumor Resector
-10/0791 Bipolar Laparoscopic | Dr. Olsen - Blpolar Laparoscopic
Cholecystectomy ' Cholecystectomy '
01/14/92 US 5,080,660 Terrence J. Buelna Electmsurgi_cal Electrode
02/04/92 US 5,085,630 Mark A. Rydell Biopsy Device With
‘ B ' { Bipolar Coagulation
A : . | Capability ,
02/18/92 US 5,088,597 Louis Delahuerga,” ~ - | Gas Coagulation Devnce ‘
- Robert B. Stoddard, )
Michael S. Klicek . .

11
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PUBLICATION | PATENT NUMBER/ | INVENTOR/AUTHOR TITLE
DATE PUBLICATION _ :
03/24/92 US 5,098,431 -] Mark A. Rydell RF Ablation Catheter
05/12/92 US 5,112,330 Shinichi Nishigalkd; Resectoscope Apparatus
L Shiro Bito .
06/16/92 1US 5,122,138 Kim H. Manwaring Tissue Vaponzing
S Accessory and Method for
- A | anEndoscope
12/01/93 US 5,167,659 Naoki Ohtomo; Shizuco | Blood Coagulating
_ Ninomiya Apparatus
" 12/15/92 US 5,171,311 Mark A. Rydell, David | Percutaneous Laparoscoptc
J. Parins, StevenW. - Cholectectomy Instrument
. . _ Bethow
05/04/93 US 5,207,675 'Jerome Canady .Snrg:’cal_ Coagulation
A : : ce . .
06/08/93 US 5,217,459 William Kamerling - | Mcthod and Instrament for
. : , _ Performing Eye Surgery -
-04/26/94 US 5,306,238 Richard P. Fleenor 'Lapan rc
- 06/13/95 US 5,423,882 Warren M. Jackman, Catheter H: Havmg Electrode |
- Wilton W. Webster, Jr. | With Annular Recess and
- - Method of Using Seme
10/03/95 US 5,454,809 Michael Janssen Electrosurgical Catheter
And Mcthod For. :
| Resolving Artherosclerotic |
Plaque 8y Radio '
Frequency Sparking

In addmon, Swith & Nephcw may rcly on the ﬁndmgs of fact mndeby Judge William H.

' Omclc in his Memorandum Dectsxon and Ordcr dated Deeember 1, 1998 n wluch he found that

every element of claim 45 of the ‘536 palent

- appear(s] in the Roos ‘198 patent." Smith &

- Ncphew may a!so mly on the file history of US. Patent No. 4, 1 16, 198.

~ U.S. Patent Ne. 5,697&1 Chun

punucuxou PATENT NUMBER/ lNVENTOR/AUTHOR TITLE
DATE _PUBLICATION L k
08/16/33 US 2,056,377 F. C Wappler Electronic Instrument
. 05/00/69 = | Bio-Medical AK Dobbie .| The ElectncaIAspects
| Engineering 206-216 Surgical Diathermy .

12
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' Karl Storz

13

08/26/75 US 3,901,242 Electnic Surgjcal
[nstrument
06/1 1774 US 3,815,604 Conor C. O'Malley, Apparatus For Intraocular
. Ralph M. Heintz, Sr, Surgery
00/00/76 Acta Medicotechnica | E. Elsasser and E. Roos | Uber g Instrument zur
(Mcdizinal-Markt), leckstromfreien -
Vol. 24, No. 4, 1976 transurethralen Resection
129- 134 '| (Concerning An
: . | Instrument for
transurethral resection
. without lcakage of uttent)
02/24/76 US 3,939,839 Lawrence E. Curtiss ‘Resectoscope and
) . Electrode Therefor
07/20/76 US 3,970,088 Charles F. Momrison Electrosurgical Devices -
. | Having Sesquipolar
Electrode Structures
{ Incorporated Therein
01/07/77 2313 949/ Siegfried Hiltebrandt et | Boucle de sectionnement a
N76 17587 | Ludwig Bonnet* une ou deux branches pour
e , : resertoscope _
02/21/78 US 4,074,718 | Charles F. Moxrison, Jr.. Electrosurgical Instrument
09/26/78 US 4,116,198 . | Eberthard Roos - - Electro-Surgical Device
11/00/79 | Digestive Diseases M.B. Dennis, J. Peoples, | Evolutionof ~
and Sciences, Vol. 24, | R. Hulett, D.C. Auth, Electrofulguration in .
No. 11, 845-348 .| R.L. Protell, C.E. Rubin, | Control of Bleedin g of
~ : and F.E. Silverstein Experimental Gastnc
o ‘ Ulcers
01/01/80 US 4,181,131 Hisao Ogiu High Frequency :
Electrosurgical Instrument
-for Cutting Human Body
o o : Cavity Structures .
01/22/80 US 4,184,492 ' Hans H. Meinke, -Safety Circuitry for High
' : Gerhard Flachenecker, | Frequency Cuttingand
- | Karl Fastenmeier, Coagulating Devices
| Friedrich Landstorfer, :
4 . Heinz Lidenmeier - _
4/27/82 US 4,326,529 -James D. Doss and " | Comeal-Shaping Electrode
04/26/83 US 4,381,007 James D. Doss Multipolar Comeal-
‘ Shaping Electrode with _
__ : L | Flexible Removable Skirt
00/00/84 1 Gut, 25, 1424-1431 CP. Swam, ™ M:lls, E. | Which Electrode? A
. - | Shemesh, Julia M. Dark,: compdrison of four
MR Lewin, JS. endoscopic methods of
Clifton, T.C, Northfield, | electrocoagulationin -
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‘ P.B.Aéottc;x‘:,\ and_P.R.: ‘

14"

-| experimental] bleeding
Salmon A ulcers
00/00/85 Urological Research * | J.W.A. Ramsay, N.A. A Companison of Bipolar
13:99:102 Shepherd, M. Butler, and Monopolar Diathermy
P.T. Gosling, R.A. Probes in Experimental
Miller, D.M.A. Wallace, | Animals
. H.N. Whitfield ‘ )
06700785 JACC Vol. 5,No. 6, | Comelis J. Slager, MSc, | Vaporization of
1382-6 Catharina E. Esscd, MD, | Atherosclerotic Plaques by
Johan C.H. Schuurbiers, | Spark Erosion
. BSc, Nicolaas Bom, ' ,
PhD, Patrick W.
Serruys, MD, Geert T. _ ,
i Meester; MD, FACC _ L
10/22/85 | US4,548207 | Harry G. Remnels Disposable Coagulator
05/27/86 .~ |US 4,590,934 Jerry L. Malis, Leonard | Bipolar Cutter/Coagniator
' T [. Malis, Robert R. : _
- . .Acorcey, David Solt : .
00/00/87 Kardiologie, -~ | CJ.Slager, A.C. Phaff, | Spark Erosion of
Kardiol.76: Supp. 6, | C.E. Essed, JCH. Arteriosclerotic Plaques
67-71 (1987) 1 Schuurbiers, N. Bom, ‘
: V_A. Vandenbroucke,
: | ‘ and P.W. Serruys
. 428187  [US 4,660,571 Stanley R Hess, Temi | Percutaneous Lead Having |.
Kovacs Redially Adjustable -
o . : _ : .| Electrode -
06/23/87 US 4,674,499 - ‘David S.C. Pao -| Coaxial Bipolar Probe
00/00/89 The Organizing Robert Tucker and A Bipolar Electrosurgical-
- Committes of the 7* | Stefan Loening Turp Loop
{ World Congress on
Endourology and
ESWL Foundation for
Advancement of
' Intemational Science 1 , -
00/00/89 | SPIE Vol 1068 Paul C. Nardella Radio Frequency Energy
1 Catheter-based . and Impedance Feedback
Sensing and Imaging _ :
- - |} Technology e .
02721789 1 US 4,805,616 David S.C. Pao Bipolar Probes for .
' : Ophthalmic Surgery and
Methods of Performing
, Anterior Capsulotomy
03/00/89 Journal of Urology Robert D. Tucker, 'A Companson of Urologic |-
" .{'Vel. 141,662-665 | Eugene V. Application of Bipolar
1 - Kramolowsky, Eric Versus Monopolar Five
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Bedell and Charles E. French Electrosurgical
Plarz Probes
04/00/89 JACC Vol. 13 No. 5, BenjaminI. Lee, MD, | Thermal Compression and
l t67-75 FACC, Gary J. Becker, | Molding of Atherosclerotic
MD, Bruce F. Waller, Vascular Tissue With Uss
MD, FACC, Kevin J. of Radiofrequency Energy:
Barry, MS, Raymond J. | Implications for
Comnolly, Ph.D Radiofrequency Balloon
Jonathan Kz:plan, MD, [ Angioplasty
Alan R. Shapiro, MS, '
, Paul C. Nardella, BS , _
00/00/90 Urological Research | R.D. Tucker, E.V, In vivo effect of § French
18:291-294 | Kramolowsky, and C.E. | bipolar and monopolar
| Platz - electrosurgical probes on
_ 3 the porcine bladder-
02/00/90 Joumal of Urology - Eugene V. | Use of 5F Bipolar
Vol. 143, 275-277 - Kramolowsky and - | Electrosurgical Probe in
_ Roben D. Tucker Endoscopic Urologiical
‘ Procedures .
04/05/90 . - | WO 90/03152 John Considine, John Electro-surgical Apparatus
' Colin | for Removing Tumours
: from Hollow Organs of the
06/05/90 US 4,931,047 Alan Broadwin, Charles | Method and Apparams For
: - | Vassallo, Joseph N. Providing Enhariced
Logan, Robett W. - Tissue Fragmentation
. : : Hornlein And/Or Hemostasis
06/26/90 US 4,936,281 Peter Stasz Ultrasonically Enhanced
. . RF Ablation Catheter
12/11/90 U5 4,976,711 David J Parins, Mark A."| Ablation Catheter With
. Rydell, Peter Stasz. Selectively Deployab!e
" .. | Electrodes - . _
12/25/90. | US 4,979,948 Lesslie A. Geddes, - | Method and Apparatus for
: ‘ .| Marvin H. Hinds, Joe D. .| Thermally Destroying A
‘Bouriand, William D. Layer of An Qrgen
o o Veorhees : : -
04/16/91 - US 5,007,908 ‘Mark A. Rydell -} Electrosurgical Instrument
' | Having Needle Cutting:
Electrode And Spot~Coag
. o Electrode
04/23/91 - | US 5,009,656 Harry G. Reimels Bipolar Electrosurgical
07/30/9t - | US 5,035,696 ‘| Mark A. Rydell . | Electrosurgscal lnstmment
o | for Conducting . -
‘ Endoscoplc Rctmgmde ,

15
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o Sphincterotomy
09/00/91 Journal of Urology Eugeéne V. The Urological
Vol. 146, 669 Kramolowsky and Application of
: Robert D. Tucker Electrosurgery :
09/10/91 US 5,047 026 Mark A. Rydell Electrosurgical Implement
For 'l‘unnehng Through
Tissue
09/10/91 US 5,047,027 Mark A. Rydell | Tumor Resector
10/07/91 Bipolar Laparoscopic | Dr. Olsen Bipolar Laparoscopic
' Cholecystectomy - Cholecystectomy
01/14/92 US 35,080,660 Terrence J. Buelna Electrosurgical Electrode
- 02/18/92 ] US 5,088,997 Louis Delahuerga, - Gas Coagulation Device
| Robert B. Stoddard, ' o
Michael S, Klicek
03/24/92 US 5,098,431 Mark A, Rydell _ | RF Ablation Catheter
"04/28/92 US 5,108,391 Gerhard Flachenecker, | High-Frequency Generator
Karl Fastenmeier, Heinz | For Tissue Cutting And -
Lindemneier ‘For Coagulating In High-
- | Frequency Surgery
05/12/92 | US 5,112,330 ' Slnmcm Nishxgakl. Resectoscopc Apparatus
‘ Shiro Bito '
06/16/92 :] US 5,122,138 Kim H. Manwaring ‘| Tissue Vapormng
' S Accessory and Method for
_ an Endoscope
12/01/92 US 5,167,659 -Naoki Ohtomo, Shlzuo Blood Coagulating
. { Ninomiya Apparanis
12/15/52 US 5,171,311 Mark A~ Rydell, Da Davxd Percutaneous Laparoscopic :
J. Parins, Steven W, _| Cholectectomy Instrument
: - . Berthow E ) '
03/30/93 TS 5,197,963 David J. Parins ‘Electrosurgical Instrument
‘with Extendable Sheath for |
o 1 Irrigation and Aspiration
04/26/94 ° | US 5,306,238 Richard P. Fleenor Laparoscopic ‘
. .. - A : Electrosurgical Pencil
06/13/95 US 5,423,882 Warren M. Jackman, Catheter Having Electrode
: Wilton W, Webster, Jr. - | with Annular Recess and
. | Method of Using Same
10/03/95 US 5,454,809 Michael Janssen '{ Electrosurgical Catheter
: : And Method For
| Resolving Artherosclerotic
| Plaque By Radio
- | Fregquency Sparking

16




FROM MNA&T

(THU) 12. 20 01

9:36/ST.

8:56/N0. 4261979446 P 20

Smith & Nephew may also rely on the file history of U.S. Patent No. 4,116,198,

U.S. Patent No. §,697,882: Claim 26

17

ISSUE/ :
| PUBLICATION | PATENT NUMBER/ | INVENTOR/AUTHOR | TITLE
DATE PUBLICATION
05/00/69 ‘Bio-Medical AX. Dobbie The Electrical Aspects of
Engineering 206-216 | - o Surgical Diathermy
“08/16/33 US 2,056,377 | F.C. Wappler Electronic Instrument
S 06/11/74-. 1 US 3,815,604 Conor C. O’Malley, Apparatus For Intraocular
o : - Ralph M. Heintz, Sr. Surgery :
08/13/74 US 3,828,780 " | Charles F. Mormison, Jr. | Combined
- : i : Electrocoagulator-Suction
: e - Instrument ' -
01/00/75 IEEE Transactions On | Willham M. Hoiig The Mechanism of Cutting
' Biomnedical . : ' in Electrosurgery
) Engineering o _—
08/26/75 US 3,901,242 KardStorz | Electric Surgical Instrument -
11/18/75 - US 3,920,021 Siegfried Hiltebrandt -Coagulating Devices o
- 02/24(76 US 3,939,839 Lawrence E. Curtiss Resectoscope and Electrode
, e - Therefor e
07120776 US 3,970,088 "Charles F. Morrison Electrosurgical Devices
' Having Sesquipolar
Electrode Structures
. L o . . } Incorporated Therein'
00/00776 Acta Medicotéchnica | E. Elsasser and E. Roos | Uber cin Instrument zur
- (Medizinal-Markt), - ‘ leckstromfreien © -
Vol. 24, No. 4, 1976 transurethralén Resection
1129134 (Conceming An Instrument
1. for transurethral resection
E - without leakage of current)
01/07117 2313949/ - Siegfried Hiltebrandt et | Boucle de sectionnement a
) N 76 17587 Ludwig Bonnet’ unc ou deux branches pour.
0272178 US 4,074,718 Charles F. Momison, Jr. | Electrosurgical Instrument
‘06/06/78 ‘US 4,092,986 Max Schneiderman Constant Output
- o " - | Electrosurgical Unit .
09/26/78 'US 4,116,198 Eberbard Roos - »Elcctm-Si_rgical Device
11/00/79 _| Digestive Diseases 'M.B. Dennis, J. Peoples, | Evolution of :
- | and Sciences, Vol. 24, | R. Hulett, D.C. Auth, - ' | Electrofulguration in Control
- [ No: 11,3845:848 R.L. Protell, C E. Rubin, | of Bleeding of Experimental
. ‘ - - | and F.E. Silverstein Gastric Ulcers
01701780 - |US 4,181,131 - Hisao Ogiu High Frequency
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Electrosurgical Instrument
for Cutting Human Body
Cavity Structures
01722730 US 4,183,392 Hans H. Meinke, Safety Circuitry for High |
: Gerhard Flachenecker, Frequency Cutting and
Kar] Fastenmeier, . | Coagulating Devices
Friedrich Landstorfer, S '
A o _ Heinz Lidenmeier o .
04/27/82 US 4,326,529 James D. Doss and ’ Comu‘al—Shapin‘g Electrode
, _ ‘Richard L. Hutson
04/26/83 US 4,381,007 James D Doss Multipolar Corncal-Shaping -
’ : ' Electrode with Flexible:
~ : B ' ) Removable Skirt ‘
- 00/00/84 Gut, 25, 1424-1431 | C.P. Swain, IN Milis, E. | Which Electrode? A
: Shemesh, Julia M. Dark, comparison of four-
MR. Lewin, J.S. endoscopic methods of .
Clifton, T.C. Northfield, electmeoagtdauon in )
P.B. Cotton, and P.R. experimental bleeding ulcers
, | _ _{ Salmon ,
00/00/85 Urological Research - | W.A_ Ramsay, N.A. ‘A Companson.of Bipolar -
13:99-102 | Shepherd, M. Butler, and Monopolar Diathermy
| P.T. Gosling, RA. | Probes in Experimental
Miller, DM A. Wallace, | Animals =~ - -
H:N. Whitfield . T
06/00/85 JACT VoI, 5,No.6, . [ Comelis J_ Slager, MSc, | Vaporization of C
1382-6 Catharina E. Essed, MD, | Atherosclerotic Plaques by
Johan CH. Schuurbiers, Spark Erosion : .
BSc, Nicolass Bom, . -
1 Ph.D, Patrick W.
, Serruys, MD, Geert T.
K Meester, MD, FACC
1022/85 .. | US 4,538,207 Harry G. Remmels Disposable Coagulator
05727/86 | US 4,590,938 Jerry L. Malis, Leonard | Bipolar Cutter/Coagulator
' 1. Malis, Robert R. . '
.- . Acorcey, David Solt o
00/00/87 Kardwlog:e, C.J. Slager, A.C. Phaff, | Spark Erosion of -
Kardiol.76: Supp C.E.Essed, JCH. Arteriosclerotic Plaques
67-71 (1987) Schuurbiers, N. Bom, '
V.A. Yandeabroucke,
) . -and P.W. Sermuys ' ]
- 4/28/87 | US 4,660,571 Stanley R. Hess, Temi Pemuxaneous Lmd Having
: ; ' Kovaes ~ - | Radially Adjustable
oo . . . Electrode .
06/23/87 | US 4,673,499 David S.C. Pao Coaxial Bipolar. Probe A
07700788 ValleylsbPart. .~ | Valleylab, Inc. Surgistat Service Manual -
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Number 945 100102 |

A
00/00/89 SPIE Vol. 1068 Paul C. Nardella Radio Frequency Encrgy and
Catheter-based ' Impedance Feedback
Sensing and Imaging
Technology - , _
00/00/89 The Organizing - ] Robert Tucker and A Bipolar Electrosurgical
Committee of the 7 | Stefan Loening Turp Loop
World Congress on
Endourology and
ESWL Foundation for
Advancement of
. Intemational Science :
03/00/89 - [ Journal of Urology. Robert D. Tucker, A Comparison of Urologic
| Vol. 141, 662-665 = | Eugene V. ‘Application of Bipolar
1 ' Kramolowsky, Eric -Versus Monopolar Five
Bedell and Charles E. French Electrosurgxml
02/21/89 US 4,805,616 David $.C. Pao Bipolar Probes for
: : Ophthalmic Surgery and
'| Methods of Performing’
: , Anterior Capsulotomy
04/00/89 JACC Vol. 13 No. 5, Benjamm I Lee, MD - Thermal Compression and
1167-75 - FACC, Gary J. Becker, | Molding of Atherosclerotic
: MD, Bruce F. Waller, Vascular Tissue With Use of
| MD, FACC, Kevin J. Radxoﬁ'equcncy Eneergy: -
Barry, MS, Raymond J. | Implications for
Connolly, PbD, - . Radiofrequency Balloon
Jonathan Kaplan, MD, | Angioplasty
Alan R. Shapiro, MS o ‘
L ' o PaulC.NardellaLBS - A
00/00/90 Urological Research | R.D. Tucker, EV. . | In vivo effect of S French
' T -] 18:291-294- | Kramolowsky, and C.E. | bipolar and monopolar
: Platz , ‘electrosurgical probes on the
_ - , | _porcine bladder
02/00/90 Joumalof Urology | Eugene V. - Use of SF Bipolar .
: Vol. 143,275-2717 ' Kramolowsky and Electrosurgical Probe tn
Roben D. Tucker Endoscopic Urologiical
: : Procedures
04/05/90 WO 90/03152 John _Consxdmc, John .| Electro-surgical Apparams
Colin : | for Removing Tumours from
_ _ : Hollow Organs of the Body
06/05/90 . US 4,931,047 | Alan Broadwin, Charles | Method and Apparatus For
. B Vassallo, Joseph N. Providing Enhanced Tissue
Logan, Robert W. Fragmentation And/Or

19
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_ . Homlein 4 Hemostasis
06/26/90 US 4,936,281 Peter Stasz Ultrasonically Enhanced RF
Ablation Catheter
12/11/90 US 4,976,711 David J. Parins, Mark A_ | Ablation Catheter With
Rydell, Peter Stasz Selectlvely Deployable
. . . ‘ _| Electrodes
12/25/90 US 4,979,948 Lesslic A, Geddes, Method and Apparatus For _
. Marvin H. Hinds, JoeD. Thermally Destroying A
Bourland, William D Layer Of An Organ
- { Voorhees . ,
047To/91 USS007908 - [Mark A, Rydell | Electrosurgical Instrument
' ' . : Having Needle Cutting
_ Elcctrode And Spot-Coag
, » T : Electrode . .
04/23/91 US5,009,656 Harry G. Reimels ‘Bipolar Electrosurgical
: ) _ . Instrument -
- 07/30/91 US 5,035,696 Mark A. Rydell - | Electrosurgical Instrument
' : For Conducting Endoscopic "
S| ' - - Retroprade Sphincterotomy
09/10/91 US 5,047,026 Mark A Rydell - ‘| Electrosurgical Implement
For Tunnechng Through
. 09/10/91 US 5,047,027 Mark A. Rydell | Tumor Rcscctor
095/00/91 Joumal of Urology Eugene V. - The Urvlogical Applicadon
Vol. 146, 669 . | Kramolowsky and of Electrosurgery :
S B ‘ _.|'RobenD. Tucker . |
10/07/91 Bipolar Laparoscopic | Dr. Olsen 4 B_ipolar'l.aparoscopic
.Cholecystectomy Cholecystectomy
01/14/92 US-5 080 660 Terrence J. Buelna -Electrosurgical Electrode
02718757 - | US 5,088,997 'Louis Delahuerga, ‘Gas Coagulation Device
- : Robert B. Stoddard, : '
- 1. | Michael S. Klicek -
| 0372492 US 5,098,431 |MarkARydell .| RF Ablation Catheter
04/28/92 US 5,108 391 | Gerhard Flachenecker, ~ | High-Frequency Generator
' ‘ Karl Fastenmezet Heinz | For Tissue Cutting And For
, Lmdeameter . | Coagulating In High- -
: o . S | Frequency Surgery :
05/12/92 -~ | US 5,112,330 Shinichi lehxga!u Resectoscape Apparatus
' : L Shiro Bito S
06/16/92 US 5,122,138 1 KimH. _Manwa_nng - | Tissue Vaporizing -
= ' ' - Accessory and Method for
B ' . . | an Endoscope
12/01/92 US 5,167,659 Naoki Ohtomo, thzuo Blood Coagnlatmg
S o : N‘momxya ' Appamms

20
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Mark A. Rydell, David

12/15/92 US 5,171,311 Percutaneous Laparoscopic
J. Parins, Steven W, Cholectectomy Instrument
' Berhow
03/730/93 US 5,197,963 David J. Parins Electrosurgical Instrument
C with Extendable Sheath for
, . : - {rrigation and Aspiration
04/26/94 US 5,306,238 Richard P, Fleenor Laparoscopic Electrosurgical
- 1 : Pencil
06/13793 US 5,423,882 Warren M. Jackman, Catheter Having Elcctrode .
Wilton W. Webster, Jr. | With Annular Recess and
, . Mecthod of Using Same
10/03/95 US 5,454,809 Michael Janssen - Electrosurgical Catheter And
Method For Resolving
- Artherosclerotic Plaque By
Radio Frequency Sparking -

In addition, Smith & Nephew may rely on the ‘ﬁndings of fact made by Judge William H.

Orrick in his -‘Memorandum Decision and Order dated December 1, 1998 in whzch he found that

thcte was “a substannal quesnon to whether claim 26 of the ‘882 patent is invalid for

obvxousncss in light of the Roos * 198 patent and the Elsasser and Roos arncle Smith &

Nephew may also  rely on the file history of US Patent No. 4,116,198.

U S. Patent No. 5,697,882 Claim 28

. PUBLICATION PATENT‘NUMBEIU INVENTOR/AUTHOR TITLE
DATE PUBLICATION | . _ A .

- 0816733 | US 2,056,377 F.C. Wappler | Electronic Instrument .
0826775 US 3,901,232 T Storz | Electric Surgical Instrument
11/18/75 US 3,920,021 ‘Siegfried Hiltebrandt Coagulating Devices
00/00/76 Acta Medicotechnica | E. Elsasser and E. Roos | Uber cin Instrument zur

' (Medizinal-Markt), leckstromfreien
" | Yol. 24, No. 4 1976 transurethralen Resection
129134 | (Conceming An Instrument for
_ | Transurethral resection .. .
v ’ L ' . . -] without leakage of current) .
[ 02724776 US 3,939,839 Lawrence E. Curtiss Resectoscope. an(TElectrode
o L ' o 'Thcmfor : -
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07720776 US 3,970,088 Charles F. Morrison Electrosurgical Devices
Having Sesquipolar Electrode
Structures Incorporated
Therein
01/07/77 2 313 949/ Siegftied Hiltebrandt et Boucle de sectionnement a une
N 76 17587 Ludwig Bormet ou deux branches pour
R 5 : Iesertoscope
02/21/78 US 4,074,718 Charles F. Morrison, Jr. Electrosurgical Instrumcnt
~ 0ONEIT8 US 4,116,198 Ebethard Roos Elcco-Surgical Device |
01/01/80 - | US 4,181,131 - Hisao Ogiu | High Frequency
T : ' Electrosurgical Instrument for
Cutting Human Body Cawty
01722780 [ US 4,183,452 Hans H. Meinke, Safety Circuitry for High
' S ' Gerhard Flaclienecker, | Frequency Cutting and-
Karl Fastenmeier, - Coagnlnﬁng Devices
Friedrich Landstorfer,
: - Heinz Lidenmeier
- 02/00/82 CRC Press, American | Kevin J. Bamy, MS, The effect of radloﬁ‘equency
Heart Journal, Vol. | Jonathan Kaplan, MD, .| generated thermal energy.on
117,332-341 RaYmpnd J. Comnolly, | the mechanical and histologic
Ph.D, Paul Nardella, BS, | characteristics of the arterial
Benjamin L Lee, MD, | wall in vivo: Implications for
.| Gary J. Becker, MD, radiofrequency angioplasty
Bruce F. Waller, MD,
- | and Allan D. Callow A
4/27/82 US 4,326,529 Jm D. .Doss and Cormeal-Shaping Electrode
04/26/83 US 4,381,007 James D. Doss ‘Multipolar Comneal-Shaping
' ’ ' - | Electrode with Flexible
00/00/84 1 Gut, 25, 1424-1431 C.P. Swam, TN Mills, E. | Which Electrode? A
' S ' Shemesh, Julia M. Dark, | comparison of four endoscopic |
‘M.R. Lewin, J.S. § methods of clectrocoagulation.
) Clifton, T.C. Northfield, | in experimental bieeding -
: P.B. Cotton, and PR. ulcers - )
10222785 | US 4,548,207 Hary G. Remicls Disposable Coagulator -
- 00/00/85 Urological Research | JJW A Ramsay, N.A A Comparison of Bipolar and
' 13:99-102 Shepherd, M. Butler, Monopolar Disthermy Probes
P.T. Goshing, R.A. m Bxpemnenml Animals =~
| Miller, D.M.A. Wallace,
: - - -H.N. Whitficld _ ,
06/00/85 -{JACC Vol 5, No. 6, | Comelis J. Slager, MSc, | Vaporization of
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1382-6 Catharina E. Essed, MD, | Atherosclcrotic Plaques by
Johan C.H. Schuurbiers, | Spark Erosion
BSc, Nicolaas Bom,
Ph.D, Patrick W.
Serruys, MD, Geert T.
_ » _ Meester, MD, FACC | - : :
05/27/86 US 4,590,934 Jerry L. Malis, Leonard .| Bipolar Cutter/Coagufator
L. Malis, RobertR. - - ‘
_ | Acorcey, David Solt : _ :
00/00/87 Kardiologie, “CJ. Slager, A.C. Phaff, | Spark Erosion of
Kardiol.76: Supp. 6, | C.E. Essed, JJ.CH. Artoriosclorotic Plaqucs
67-71 (1987) Schuurbiers, N, Bom, '
V.A. Vandenbroucke,
1. : and P.W. Semuys
04/28/87 - US 4,660,571 Stanley R. Hess, Terri Percutaneous Lead Having
. Kovacs - ‘Radially Adjustable Electrode
06/23/87 US 4,674,459 A David S.C. Pao Coaxial Bipolar Probe
03/00/89 Journal of Ur&ogy Robert D. Tucker, A Comparison of Urologic -~ |
' Vol. 141, 662-665 - | Eugene V. Application of Bipolar Versus
Kramolowsky, Enc - Monopolar Five French
Bedell and CharlesE. | Electrosurgical Probes
, L | Platz : ‘ -
. 00/00/89 SPIE Vol. 1068 | Panl C, Nardella . Radio Frequency Energy and
' ‘Catheter-based ensing ‘ ‘ ‘Iapedance Feedback ‘
and Imaging o
A Technology A e
00/00/89 | The Orgamizing Robert Tucker and A Bipolar Electrosurgical Turp |-
‘ ‘Committee of the 7. | Stefan Loening Loop
World Congress on
Endourology and _
ESWL Foundation for
Advancement of '
02/21/89 US 3,805,616 Dawvid S.C. Pao Bipolar Probes for Ophthalmic
. S " Surgery and Methods of
Performing Anterior
; . _ .. | Capsulotomy
— 04700/89 "JACC Vol. 13 No. 5, | Bemjamin 1. Los, MD, | Thermal Compression and
' 1167-75 FACC, Gary J. Becker, | Molding of Atherosclerotic
' MD, Bruce F. Waller, | Vascular Tissue With Use of
MD, FACC, Kevin J. Radiofrequency Energy:
Barry, MS, Raymond J. | Implications for . -
Connolly, Ph.D, | Radiofrequency Balloon
Jonathan Kaplen, MD, * | Angioplasty .~
Alan R Shapiro, MS, = | - -
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Paul C. Nardella, BS

05723789 US 4,832,088 Donald Cohen Suction Ablation Catheter
00/00/90 Urological Research | R.D. Tucker, EV. [n vivo effect of 5 French
' 18:291-294 Kramolowsky, and C.E: - | bipolar and monopolar
Platz electrosurgical probes on the -
_ : , porcine bladder
02/00/90 Journal of Urology Eugene V. s¢ of 5F Bipolar
Vol. 143, 275-277 Kramolowsky and Electrosurgical Probe in
Robert D. Tucker Endoscopic Urologiical
04/05/90 WO 90/03152 - John Considine, John' Elcctro-surgical Apparatus for
Colin Removing Tumours from
. . : Hollow Organs of the Body
05/01/90 US 4,920,978 David P. Colvin Method and Apparatus forthe | -
B ' Endoscopic Treatment of Deep |
| Tumors Using RP
N ‘ Hyperthermia
06/26/90 US 4,936,281 Peter Stasz Ultrasonically Enhanced RF
: . g | Ablation Catheter ~ .
.. 10/30/90 US 4,966,597 "} EncR. Cosman - | Themometric Cardiac Tissue
] ' ‘ ' Ablation Electrode with Ultra-
Sensitive Tempetanrc
- ... .. . | Detection . _
12/11/50 US 4,976,711 { David J. Parins, Mark A. | Ablstion Catheter th
' ’ Rydell, Peter Stasz Selectively Deployable
- 4. . - . Electrodes
12/25/90 US 4,979,948 Tesshie A. Geddes, Method and Apparatus for
' -Marvin H. Hinds, Joe D. | Thermally Destroying A Layer
Bourland, Willizm D. of An Organ .

, : _ Voorhces e 3 -
09/00/91 - Journal of Urology Eugene V. -| The Urological Application of
Vol. 146, 669 Kramolowszky and ' Electmsmgay

I ) | Robert D. Tucker
04/16/91 US 5,007,908 Mark A. Rydell Electmsurgxcal Instrument
B SR Having Needie Cutting -

Electrode And Spot-Coag.
: ) ] | Electrode. .
04/23/91 US 5,009,656 Harry-G. Reimels’ BtpoiarTlectmsurgxcal
-~ 07/30/91 US 5,035,656 Mark A_Rydell T Electrosurgical instrument for
: / Conducting Endoscopic
; - Retrograde Sphincterotomy |

09/10/91 US5,047,026 Mark A Rydell Electrosurgical Implement For -

S | . B Turmeting Through Tissue
09/10/91 US 5,047,027 | Mark A Rydell “Tumor Resector
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1070791 | Bipolar Laparoscopic | Dr. Olsen Bipolar Laparoscopic
Cholecystectomy Cholecystectomy
01/14/92 US 5,080,660 “Terrence J, Buelna Electrosurgical Electrode
01/28/92 US 5,084,044 Robert H, Qunt Apparatus for Endomctrial ~
- Ablation and Method of Using
a ' . Same
03724/92 | US 5,098,431 Mark A Rydell RF Ablation Catheter -
05/12/92 US 5,112,330 Shinichi Nishigaki, _ RcsectoscOpe Apparatus
A Shiro Bito
04/28/92 | U8 5,108,391 Gerhard Flachenecker, ngh-Frequency Generator t'or
: o Kar] Fastenmeier, Heinz | Tissue Cutting And For-
Lmdeume:er Coagulating In High-
o . . Frequency Surgery -
06/16/92 -US 5,122,138 Kim H. Manwaring Tissue Vaporizing Accessory- |
, : : - and Method for an Endoscope
12/01/92 US 5,167,659 { Naoki Ohtomo; Shizuo | Blood Coagulating Apparatus ,
, B . - | Ninomiya = - | ' I
121592 | USS. 17131 Mark A_Rydell, David | Percutaneous Laparoscopic
J. Paring, Steven W. Cholectectomy Iiistrument
. : S Berthow . .- - . E :
03/30/93 US 5,197,963 | David J. Parins ‘Electrosurgical Instrument
: .| with Extendable Sheath for '
: . , ' o Imganon and Aspiration
04/26/94 US 5,306,238 -1 Richard P. Fleenor Laparoscopic Electrosurgical
. S Pencil :
06/13/95 US 5,423,882 Wairen M, Jackman, Catheter Having Electrode
Wilton W. Webster, Jr. | With Annular Recess and
: : » _ - - | Method of Using Same :
10/03/95 US 3,454,800 Michael Janssen ‘Electrosurgical Catheter And™ | -
- ' " Method For Resolving
Artherosclerotic Plaque By -
Radio Frequency Sparking.

In addition, Smith & Nephow may rely on the findings of fact made by Judge William H.

Orrick in his Memorandum Decision and Order dated December 1, 1998, in which he found that -

" there was “a substantial question as to whether claim 28 of the ‘882 patent is invalid for

 obviousness in light of the Roos *198 patent and the Elsasser and Roos article.” Smith &

- Nephew may alsb rely ogi the file histoxy of US Patent No 4,1 16,‘198.' '
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U.S. Patent No. 5,224,592 B1: Claim 1
ISSUE/ . A
PUBLICATION | PATENT NUMBER/ | INVENTOR/AUTHOR TITLE
DATE | PUBLICATION ' _
00/00/76 Acta Medicotechnica | E. Elsasser and E. Roos | Uber ein Instrument zur
(Medizinal-Markt), leckstromfreien
Vol. 24, No. 4, 1976 transurcthralen Resection
129 —-134 (Concerning An
Instrument for
Transurethral resection
: o | without leakage of current)
02/24/76 US 3,939,839 ‘] Lawrence E. Cuttiss Resectoscope and
. : ' Electrode Therefor
07720776 US 3,970,088 Charles F- Morrizon Electrosurgical Devices
A . Having Sesquipolar
Electrode Structures
o . B - Incorporated Therein
01/07/77 2313 949/ Sicgfricd Hiltcbrandt ¢t | Boucle d¢ sectionmement a
N 76 17587 Ludwig Bonnet une ou deux branches pour
: " | resertoscope
02721778 US 4,074,718 Charles F. Momson, Jr. | Electrosurgical Instrument
09/26/78 US 4,116,198 Eberhard Roos Electro-Surgica)] Device
04/26/83 US 4,381,007 James D. Doss Multipolar Comneal-
. . - . Shaping Electrode with
: o Flexible Removable Slart
067007835 "JACC Vol. 5, No.6, | ComclisJ. Slager, MSc, | Veporization of
: 1382-6 ' ‘Catharina E. Essed, MD, | Athérosclerotic Plaqus by
Johan C.H. Schuurbiers, | Spark Erosion
BSc, Nicolaas Bom, '
Ph.D, Patrick W..
‘Serrays, MD, Geert T.
' - 'Meester, MD, FACC -
~ 04728787 US 4,660,571 Stenley R Hess, Term | Percutancous Lead Having
' Kovam Radially Adjustable
06/23/87 US 4,674,499 DaVId S C Pao Coaxial Bipolar Probe
11722738 US 4,785,823 Philip E. Eggors, Robert | Methods And Apparatus
- : F. Shaw For Performing In Vivo
, Blood Thermodilution
00/00789 SPIEVol 1068 = [ PaulC. Nardella Radio Frequency Energy
iy Catheter-based - T e T e and Impedance Feedback
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Sensing and Imaging

Technology ‘
00/00/89 The Organizing " | Robert Tucker and A Bipolar Electrosurgical
. Committee of the 7* | Stefan Loening Turp Loop
World Congress on
| Endourologyand
ESWL Foundation for
Advancement of
International Science ~ :
04/23/91 US 5,009,656 Harry G. Reimels Bipolar Electrosurgical
: . : ) Instrument
097101 US 5,047,026 Mark A Rydell Electrosurgical Implement
' For Tuaneling Through
_ ' . ' Tissue
10/07/91 Bipolar Laparoscopic | Dr. Olsen | Bipolar Laparoscopic
Cholecystectomy -{ Cholecystectomy
Lecture ' _ . '
01/14/92 US 5,080,660 Terrence J. Buelna . | Electrosurgical Electrode
02/18/92 US 5,088,997 ' Louis Delahuerga, _| Gas Coagulation Device:
. . | Robert B. Stoddard,
03724792 [US 5,098,431 Mark A Rydell | RF Ablation Catheter
05/12/92 US 5,112,330 Shinichi Nishigaki, Resectoscope Apparatus
. o _ . Shiro Bito -~ g ‘
ST 04028192 US 5,108,391 Gerhard Flachenecker, High-Frequency Generator
‘ : Karl Fastenmeier, Heinz | For Tissue Cutting And -
Lindenmeier o For Coagulating In High-
L ‘ . Frequency Surgery:
12/01/92 5,167,659 Naoki Ohtomo; Shizvo | Blood Coagulating
. L | Niomiya Apparatug
- 05/04/93 US 5,207,675 Jerome Canady Surgical Coagulation
- . S Device =
04/26/94 ~ 1'US 5,306,238 Richard P. Fleenor Laparoscopic
. : . . Electrosurgical Pencil
1 06/13/95 US 5,423,882 Warren M. Jackman, Catheter Having Electrode
: : Wilton W. Webster, Jr. | With Annular Recess'and -
. , L o Method of Using Same .
- 10/03/95 US 5,454,809 Michael Janssen - Electrosurgical Catheter
‘ ' . And Mcthod For :
‘Resojving Artherosclerotic
 Plaque By Radio -

Frequency Sparking '

Smith & Nephew may also rely on the file history of U.S. Patent No. 4,116,18.
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ISSUE/ -
PUBLICATION PATENT NUMBERI INVENTOR/AUTHOR TITLE
DATE . PUBLICATION ) . : A
00/00/76 Acta Medicotechnica | E. Elsasser and E. Roos | Uber cin Instrument zur
(Medizinal-Markt), - - | leckstromfreien
Vol. 24, No. 4, 1976 transurethralen Resection
129-134 (Conceming:An Instrument .
for Transurethral resection
, . 4 _ _ without leakage of current).
- 0224776 US 3,939,839 Lawrence E. Curtiss - Resectoscope and Electrode
: : Therefor :
07720176 US 3,970,088 Charles F. Morrison Electrosurgical Devxcm o
' : o Having Scsquipolar
Electrode Structures
R . - Incorporated Therein
01/07177 2313949/ Siegfried Hiltebrandt et | Boucle de sectionnementa
. N 76 17587 Ludwig Bonnet une ou deux branches pour
, . resertoscope
02721778 [ US 4,074,718 . | Charleg F. Momson, Jr. | Electrosurgical Instrument
. 0926178 US 4,116,198 . " Eberhard Roos- A Elcctro-Surgical Device
06/00/33 JACC.Vol. 5,No. 6, | Comelis J. Siager, MSc, | Vaporization of R
1382-6 Catharina E. Essed, MD, | Atherusclerotic Plaques by
‘Johan C H. Schuurbiers, | Spark Frosion =~ -
BSe, Nicolaas Bom,
PhD, Patrick W.
Serruys, MD, Geert T.
N T Meester, MD, FACC
04728/87 US 4,660,571 | Stanley R_Hess, Temmi | Percutaneous Lead Havmg
Kovacs : Radially Adjmtable
) : , . _ Electrode
00/00/89 SPIE Vol. 1068 ~| Paul C. Nardella Radio Frequency Energy and
©° | Catheter-based | Impedance Feedback :
| Sensing and Imagmg - '
o Technology . ' _ - '
00/00/89 The Organizing Robert Tucker and ‘A Bipolar Electrosurgical -
' Committee of the 7 | Stefan Loeming { Turp Loop
World Congress on :
Endourologyand -
} ESWL Foundation for
Advancement of
International Science
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09/10/91 US 5,047,026 Mark A. Rydell Electrosurgical Implement
For Tunneling Through
Tissue
10/07/91 Bipolar Laparoscopic | Dr. Olsen Bipolar Laparoscopic
Cholecystectomy Cholecystectomy
Lecture .
- 01/14/92 US 5,080,660 Terrence J. Buelna Eflecn'osmgical Electrode
018/92 US 5,088,997 _ Louis Delahuerga, Gas Coagulation Device
Robert B. Stoddard, '

_ . , , ‘Michael S. Klicek _ '
03/24/92 US 5,098,431 Mark A_Rydell RF Abiation Catheter
05/12/92 . US 5,112,330 Shinichi Nishigaki, Resectoscope Apparatus

' _ Shiro Bito :
04/28/92 US 5,108,391 | Gerhard Flachenecker, | High-Frequency Generator
: Karl Fastenmeier, Helnz For Tissue Cutting And For
| Lindenmeier .| Coagulating In High-
. . Frequency Surgery
12/01/92 US 5,167,659 Naoki Ohtomo; Shizuo | Blood Coagulating
L ‘ ' Ninomiya Apparatus
~ 05/04/93 US 5,207,675 .Jerome Canady Surgical Coagulation De\nce
~ 04726/94 US 5,306,238 | Richard P. Fleenor Laparoscopic Elcctrosurgi
' : ' : : | Pencil
06/13/95 | US 5,423,882 Warren M. Jackman, | Catheter Having Electrode
: D ‘Wilton W. Webster, Jr. | With Annular Recess and
, ‘ . Method of Using Same
~ 10/03/95 US 5,454,809 “Michael Janssen Electrosurgical Catheter And
’ ‘ Method For Resolving
Artherosclerotic Plaque By
| Radio Frequency Sparking

Smith & Nephew may also rely on the file history of U.S. Patent No. 4,116,198,

Srmth&Nephcw ﬁndlercontendsthatclamwland%ofUS PatentNo 5697 882m'e

) mvahd under 35 U.S C §112 because the specification of U. S patent No. 5,697,882 does not

descnbe the manner and process of making and using the alleged invention, in such full, elear,

concise and exact terms asto enable any person skilled in the it to which it pertains, or with

“-which it is most nearly connected, to make and use the same. Rather, undue e_xperinimtadbp

* would be necessary to'successﬁmy practice the claimed apparatus. In additjqn, Smith &'Nephew, '
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may rely on the findings of fact made by Judge William H. Orrick in his Memorandum Decision
and Order dated December 1, 1998, in which he conchuded that there was a substantial question
that claim 1 of the ‘882 patent is invalid for lack of enablement.

Smith & riephew also contends that claim 28 of U.S. Patent No. 5,697,882 and claim 1 ot'-
Us. Patent No. 5,224,592 Bl are indefinite, and therefore invalid undér. 35USC. §112.
Smith & Nephew’s investigation mto its defenses is continuing, and it may assert additional -

invalidity defenses as dxscovery pmgrm

Dated: December $4,2000 = & H&RICHARDSONPC

Wilmington, DE 19899-1114
Telephone: (302) 652-5070
Faegimilé: (302) 652-0607

MarkJ Hebeﬁ

-225 Franklm Street
Boston, MA 02110-2804 .
Telephone: (617) 542-5070
Facsimile; (617) 542-8906

. 2200 Sand Hill Road, Suite 100
. Menlo Park, CA 94025,
Telephone: (650) 322-5070 -
Facsimile: (650) 854-0875

Attorneys for Defendant =
SMITH & NEPHEW, INC.
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CERTIFICATE OF SERVICE

day.of December, 2001, a true and comrect copy of the

within document was caused to be served on the attorneys of record at the following addresses as

indicated:

80003494.doc

BY HAND DELIVERY

" . Jack B. Blumeafeld (#1014)
~ “MORRIS, NICHOLS, ARSHT & TUNNELL
1201 N. Market Street ‘

P.0.Box 1347 .
Wilmington, DE 19899
Telephone: 302-658-9200

’ Facsumle 302-658—3989
'BY FEDERAL EXPRESS

" Matthew D. Powers
. Jared Bobrow

Perry Clark
WEIL, GOTSHAL & MANGES

201 Redwood Shores Parkway
- Redwood Shores, CA 94065

Telephone: 650-802-3000

-~ Facsimile: 605-802-3100
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